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(1 ) Real Party in interest 

A statement identifying by name tlie real party in interest is contained in tlie brief. 

(2) Reiated Appeais and interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings which 
will directly affect or be directly affected by or have a bearing on the Board's decision in the pending 
appeal. 

(3) Status of Ciaims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Finai 

The appellant's statement of the status of amendments after final rejection contained in the brief 
is correct. 

(5) Summary of Claimed Subject IVIatter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

20030065918 Willey 9-2000 

20030105963 Slick 2001 

6748195 Phillips 9-2000 
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(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 . Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the enablement 
requirement. The claim(s) contains subject matter which was not described in the specification in such a 
way as to enable one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. 

2. Claim 1 recites generating a PIN without communicating with the claimant device. Applicant does 
not disclose said limitation. Pending independent claims with the same limitation are also similarly 
rejected. Appropriate correction is required. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
Claim 1 cites generating a PIN without communicating with the claimant device. It is unclear how this 
limitation can occur based on what is disclosed in applicant's specification. Furthermore, examiner 
interprets based on applicant's disclosure that communication is necessary. For purposes of 
examination, examiner interprets the claim language to be in line with applicant's disclosure, which 
necessitates communication between the claimant device and the PIN module. Appropriate correction is 
required. Independent claims with said limitation are also similarly rejected. 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 31, 48 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Willey, US PGP No. 20030065918. 

As per claim 1, 31, 48, Willey teaches: 

A method for publishing a PIN for use in establishing a pairing between a claimant device and with a 
printing device, comprising: 

the printing device detecting a local PIN request made by activation of a user interface control element 
provided by the printing device; 

[see paragraph 38] 

the printing device generating the PIN in response to [[a]] the local PIN request and without 
communicating with the claimant device; and the printing device printing the PIN; 

[see paragraph 41] 

receiving a connection request from the claimant device, the connection request including PIN data 
assembled from the PIN; and 
[see paragraph 48] 

generating a link key using the PIN data, the link key used for device pairing between the claimant device 
and the printing device. 

[see paragraph 48] 
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3. Claims 2, 10-12, 40-42, 48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Willey as applied to claim 1 or 5 above, and further in view of 
Slick et al., US PGP No. 20030105963. 
As per claim 2, 48: 

The method of claim 1 , identifying a local request to print a test page as the local PIN request and 
wherein printing the PIN comprises printing a test page that includes the PIN. 

The Willey reference has been discussed above. Willey does not explicitly disclose identifying a 
local request to print a test page as the local PIN request wherein printing the PIN comprises printing a 
test page that includes the PIN. 

The Slick reference teaches the above limitation not disclosed by Willey (see Slick, paragraph 
0019). It would have been obvious to one of ordinary skill in the art to combine the above teachings of 
Willey with that which is taught by Slick so that a user "can view the predetermined [PIN] from the test 
page and then enter the [PIN] into the computing device". 

As per claim 10, 40, Willey teaches: 

The method of claim 1 , further comprising determining the validity of the PIN data prior to generating the 

link key. 

[0048] 

As per claim 11, 41, Willey teaches: 

The method of claim 10, wherein determining includes determining if the PIN data corresponds to the 
PIN, determining if the generated PIN has expired, and rejecting the connection request if the PIN data 
does not correspond to the PIN or if the PIN has expired. 

[0043-0047] 



As per claim 12, 42: 
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Claim 12 reads as follows: 

The method of claim 5 further comprising rejecting the connection request if the connection request is for 

a function not associated with the PIN data. 

The Willey reference does not explicitly teach to reject a connection request if the request is for a function 
not associated with the PIN data. The PIN data identifies the device seeking connection. It would be 
obvious the reject the connection request from a device such as a headset seel<ing to communicate with 
a printer because a headset would have no need to connect with a printer. 

5. Claims 13, 23, 26, 30, 31, 43, are rejected 35 U.S.C. 103(a) as being 
unpatentable over Willey, further in view of Phillips, US Patent No. 6748195. 
As per claim 13, 23, 26, 30, 31, 43: 
Willey teaches: 

A method for establishing a pairing between a claimant device and a verifying device, comprising: 

detecting a local PIN request made by activation of a user interface control element provided bv 
the verifvinq device: 

[see paragraph 38] 

qeneratinq a PIN in response to the local PIN request and without communicating with the 
claimant device: 

[see paragraph 41] 
instructing the verifyinq device to print the PIN; 
[see paragraph 42] 

receiving from the claimant device a connection request, the connection request including PIN 
data; 

[see paragraph 48] 
determining whether a link key exists for the verifying device; 
[see paragraph 48] 
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if a link key exists: 

r e j e ct i ng th e conn e ct i on r e qu e st i f th e v e r i fy i ng d e v i c e i s not mu l t i- c l a i mant e nab le d; 

re j e cting th e conn e ct i on r e qu e st i f th e v e rify i ng d e v i c e i s mu l t i- c l a i mant e nab le d w i th r e str i ct e d 

accoss and tho c l a i mant dov i co is not approved; 
otherwise, upon a determination that the PIN data is valid, generating a link key from the PIN data to 
establish a pairing between the claimant device and the verifying device. 

[see paragraph 48] 

Willey is mute in teaching rejecting the connection request of the verifying device is not multi-claimant 
enabled. For this limitation, examiner relies upon the Phillips reference. Col. 7, lines 3-17, Phillips 
teaches disabling a device when it is "out of the office". It would be obvious to one of ordinary skill in the 
art to modify the Willey invention to include that which is taught by Phillips so that devices can be 
disabled for security reasons and for conservation of resources, etc. (col. 7, lines 13-15).. 



As per claim 15, 28, 45: 

The method of claim 14, wherein the PIN and the PIN data are of the same format and wherein 
determining the validity of the PIN data includes determining if the PIN data matches the generated PIN. 

Phillips does not explicitly disclose verification of PIN data. Willey teaches this limitation, (see 
Willey, paragraph 0050). It would have been obvious to combine this teaching of Willey with the Phillips 
reference in order to validate the PIN. Validating the PINs ensures both devices are verified to 
communicate with each other. 

As per claim 16, 29, 46: 

The method of claim 14, wherein determining the validity of the PIN data comprises: acquiring a unique 
identifier for the claimant device; constructing verifying PIN data using the unique identifier and the 
generated PIN; determining if the PIN data matches the verifying PIN data. 
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Phillips does not explicitly disclose verification of PIN data. Willey teaches this limitation, (see 
Willey, paragraph 0050). It would have been obvious to combine this teaching of Willey with the Phillips 
reference in order to validate the PIN. Validating the PINs ensures both devices are verified to 
communicate with each other 

As per claim 17, 18, 30, 47: 

A method for establishing a pairing between a claimant device and a printing device, comprising: 
generating a PIN in response to a local request to print a test page made to the printing device; 

detecting a local request to print a test page made by activation of a user interface control element 
provided by the printing device. 

[see rejection of claims 1 and 2] 
instructing the printing device to print a test page that includes the PIN; 

[see rejection of claim 2] 

receiving from the claimant device a connection request, the connection request including PIN data; 

[Phillips, col. 5, lines 48-59] 
determining whether a valid link key exists exist for the printing device; 

[Phillips, col. 5, lines 59-65] 
if a valid link key exists: 

rejecting the connection request if the printing device is not multi-claimant enabled; 
[Phillips, col. 7, lines 3-17] 

rejecting the connection request if the printing device is multi-claimant enabled with restricted 

access and the claimant device is not approved; 
[Phillips, col. 7, lines 3-17] 
otherwise, upon a determination that the PIN data is valid, generating a link key from the PIN data to 
establish a pairing between the claimant device and the printing device. 

[Phillips, col. 6, lines 1-10] 
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As per claim 21, 32: 

The method of claim 18, identifying a local request to print a test page as the local PIN request and 
wherein printing the PIN comprises printing a test page that includes the PIN. 

The Willey reference has been discussed above. Willey does not explicitly disclose identifying a 
local request to print a test page as the local PIN request wherein printing the PIN comprises printing a 
test page that includes the PIN. 

The S/;c/f reference teaches the above limitation not disclosed by Willey (see S//c/c, paragraph 
0019). It would have been obvious to one of ordinary skill in the art to combine the above teachings of 
Willey with that which is taught by Slick so that a user "can view the predetermined [PIN] from the test 
page and then enter the [PIN] into the computing device". 

As per claim 23, Willey teaches: 

The medium of claim 1 8, having further instructions for determining the validity of the PIN data prior to 
generating the link key. 

[0048] It would have been obvious to combine this teaching of Willey with the Phillips reference in 
order to validate the PIN. Validating the PINs ensures both devices are verified to communicate 
with each other. 

As per claim 24, Willey teaches: 

The medium of claim 23, wherein the instructions for determining include instructions for determining if 
the PIN data corresponds to the PIN, determining if the generated PIN has expired, and rejecting the 
connection request if the PIN data does not correspond to the PIN or if the PIN has expired. 

[0043-0047] It would have been obvious to combine this teaching of Willey with the Phillips 
reference in order to validate the PIN. Validating the PINs ensures both devices are verified to 
communicate with each other. 
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As per claim 25: 

The medium of claim 18, having further instructions for rejecting the connection request if the connection 
request is for a function not associated with the PIN data. 

The Willey reference does not explicitly teach to reject a connection request if the request is for a 
function not associated with the PIN data. The PIN data identifies the device seeking connection. It 

would be obvious the reject the connection request from a device such as a headset seeking to 
communicate with a printer because a headset would have no need to connect with a printer. 

(10) Response to Argument 

Grounds For Rejection A - Claims 1, 2, 10-18, 21, 23-32, 40-49 stand rejected 
under 35 USC §112 first and second paragraphs. 

Whether claim 1 and other independent claims recite claim language ("generating the PIN in 
response to the local PIN request and without communicating with the claimant device ") that is indefinite 
and further contains limitations which are not described in the specification in such a way as to enable 
one skilled in the art to which it pertains to make and/or use the invention. 

Examiner disagrees with appellant's arguments that the specification provides more than 
adequate support for the above limitation. Paragraph 31 cites expiration data which is used to specify 
circumstances under which a generated PIN is no longer valid, for example, a PIN may only be valid 
during a set time window. It remains unclear how information regarding expiration data or the set time 
window of the PIN belonging to a certain claimant device is retrieved without some kind of communication 
with the claimant device. Paragraph 31 further cites access data that is used to specify the functions 
provided by the verifying device that are made available to a claimant device supplying corresponding 
PIN data . It further appears from this that the claimant device is supplying PIN data. Based on the above 
arguments, examiner contends that communication with the claimant device is necessary and that 
appellant's claims citing "without communication with the claimant device" are indefinite and lack support 
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in the specification. The claims remain interpreted as requiring communication with the claimant device 
as this is in line with that which is cited in appellant's specification. 

Based on the above, both 112 first and second paragraph rejections are maintained. Appellant 
fails to provide support from the specification for the current claim language and the current claim 
language is also deemed indefinite. 

Grounds For Rejection B - Claims 1, 31, 48, and 49 stand rejected under 35 U.S.C. 
§103 as being unpatentable over US Pub 2003/0065918 to Willey. 

Appellants remaining arguments pertaining to the art rejections of the final office action are 
geared towards examiner's interpretation of the claim language as not including the limitation of 
generating a PIN without communicating with the claimant device. Appellant argues that examiner's 
interpretation is flawed based on the arguments presented in response to the 112 rejections. As 
explained above, examiner disagrees with appellant's arguments and maintains the interpretation set 
forth in the final office action. Therefore the prior art rejections of the previous action are also maintained. 

In response to claim 1 , appellant argues that Willey fails to teach or suggest a method that 
includes a printing device detecting a local PIN request made by activation of a user interface control 
element provided by the printing device and the printing device generating the PIN in response to the 
local PIN request and without communicating with the claimant device. Appellant arguing that the printing 
device generates the PIN without communicating the with claimant device. This argument has 
appropriately been addressed above. 

In response to claim 31 , appellant arguments are similar to that of claim 1 and thus have also 
been similarly addressed above. 

In response to claim 48, appellant arguments are similar to that of claim 1 and thus have also 
been similarly addressed above. 
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Grounds For Rejection C - Claims 2, 10-12, 40-42, 48 and 49 stand rejected under 
35 U.S.C. §103 as being unpatentable over Willey in view of US Pub 2003/0105963 
to Slick. 

In response to claims 2 and 10-12, appellant argues that since said claims depend on claim 1, 
they are patentable. Appellant arguments to claim 1 have been addressed above. 

In response to claims 40-42, appellant argues that since said claims depend on claim 31, they are 
patentable. Appellant arguments to claim 31 have been addressed above. 

In response to claim 48, appellant arguments are similar to that of claim 1 and thus have also 
been similarly addressed above. 

Grounds For Rejection D - Claims 13, 15-18, 21, 23, 25, 26, 28-30, 31, 32, and 45-47 
stand rejected under 35 U.S.C. §103 as being unpatentable over USPN 6,748,195 
issued to Phillips. 

In response to claim 13, appellant's arguments are similar to that of claim 1 (generating a PIN 
without communicating with the claimant device). Appellant's arguments have been similarly addressed 
above. The Phillips reference is used to reject the claim language with the interpretation that 
communication must occur between the printing and claimant devices. This is in the same manner as 
Willey is used to reject claim 1 . 

In response to claim 17, appellant's arguments are similar to that of claim 1 and 13. These 
arguments have been similarly addressed above. 

In response to claim 18, appellant's arguments are similar to that of claim 1 and 13. These 
arguments have been similarly addressed above. 

In response to claims 26 and 43, appellant's arguments are similar to that of claim 1 and 13. 
These arguments have been similarly addressed above. 

In response to claims 30-32 and 47, appellant's arguments are similar to that of claim 17. These 
arguments have been similarly addressed above. 
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As per the status of claim 49. 

Appellant states that claim 49 has failed to be addressed by examiner and thus stands neither 
rejected or allowed. It appears that a typo occurred in the final office action containing the rejection of 
claim 49. The rejection of claim 49 was incorrectly labeled as claim 48 on page 4 of the office action. 

Claim 49 was addressed in the office action dated 06/20/07 and was inadvertently excluded in the 
office actions 12/31/07 and 6/6/08. Since claim 49 recites similar the similar limitations of claim 2 and 
was rejected with claim 2, it can be easily understood that claim 49 was inadvertently excluded and 
should have been rejected along with claim 2. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related Appeals and 
Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 
/Daniel L. Hoang/ 
Examiner, Art Unit 2436 

Conferee 

/Kimyen Vu/ 

Supervisory Patent Examiner, Art Unit 2435 

/Nasser G Moazzami/ 

Supervisory Patent Examiner, Art Unit 2436 



